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Confirmation Number: 2983 
Group Art Unit: 1713) 

Family Number: P2002J097US2 



This correspondence is in response to the above-referenced j office action 
rejection mailed August 2, 2005. Please consider the following arguments and remove 

the rejection. j 

i 

35 USC S 102 REJECTION 



Examiner rejected claim 1 as being anticipated by U .S. Patent No. 6,660,894 
("Wu, et al."). 

MPEP §2131 provides: 

i 
I 

I 

"A claim is anticipated only if each and every element as set for tie in the claim 
is found, either expressly or inherently described, in a single prior art reference." 
Verdegoul Bros. v. Union Oil Co., of California, 814 F.2d 628, 631, 2 ljjSPQ2d 1051, 
1053 (Fed* Cir. 1987). "The identical invention must be shown in as complete detail 
as is contained in the claim/* Richardson v. Suzuki Motor Co., 868 F.2d 1226, 
1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1989). The elements must be arranged as 
required by the claim. 
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Contrary to the Examiner's statement that all elements and limitations are 



[b) and (c) are not so the rejection is 
. Step (c) requires "hydrogenating the 



disclosed in the Wu, et al reference elements 
unsupported by the art and should be withdrawn 
isomerized liquid copolymer." Since the liquid copolymer is isomerized in step (b), 
the hydrogenation step occurs after the isomerization step. j 



Examiner is wrong that Wu, et all discloses an embodiment where 
isomerization is carried out before hydrogenation. Examiner cites column 5, lines 1- 
12 to argue, "It can be seen that Wu, et al teaches an oligimerzation stepj carried out in 
substantial absence of hydrogen. It is clear from the reference that the cited paragraph 



fact, the description and examples 
either isomerization ifollowed by 



is carried out only after hydrogenation. In 
throughout the specification only teach 
hydrogenation or hydrogenation and isomerization being performed together. In all of 
the examples, hydrogen is co-injected with the joligomcr feed, and not removed until 
completion of the hydrogenation/isomerizatioh process. The reference does not 
disclose isomerization followed by hydrogenatipn either explicitly or inherently. An 
example of the hydrogenation first and then isomerization is in column; 5 lines 24-32 
of Wu, et al. stating, "... the oligomcrization product contacts the first solid material, 
facilitating hydrogenation, prior to contacting the second material, facilitating 
isomerization and selective/minor cracking." iLines 48-52 in column 5 of Wu et aL 
disclose the hydrogenation and isomerizatioiji taken place in the same reactor. 
Isomerizing before hydrogenating is not explicitly disclosed in Wu, etj al. reference. 
Since the reference discloses two different procedures it cannot inherently disclose 
isomerization followed by hydrogenation. 

The Wu, et al., reference does not disclose isomerizing the liquid polymer in 
the substantial absence of molecular hydrogen ak claimed in step (b). As stated above, 
a claim is anticipated only if each and every element set forth in the claims is found, 
either expressly or inherently described, in a single art reference. Xhe Wu, et al. 
reference does not either expressly or inherently describe a process where a liquid 

polymer is isomerized in the absence of hydrogen. 

* 

As established above, Wu, et al, only discloses a process where either the 
isomerization step either occurs after or during the hydrogenation step. Examiner 
admits in the office action "... the hydrogenation step where as the name implies, 
hydrogen is required (col. 4, lines 52-67) " Since in Wu, et al., isomerization occurs 
during or after hydrogenation and hydrogenation requires hydrogen, thel isomerization 

i ' i 

MUST occur in the presence of hydrogen unless hydrogen is removed. Wu et ah, does 
not disclose removing hydrogen as Examiner argues in the office reaction, ''the 
presence of hydrogen docs not affect isomerization, and thus, the hydrogen is not 
removed via another outlet." Applicants agree jvith Examiner that the hydrogen is not 
removed in Wu, et al., but strongly disagree that hydrogen does not affect 
isomerization. 
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If hydrogen docs not affect isomejrization as Examiner] claims, the 
hydrogenation and isomcrization could be performed in any order. Applicants submit 
that if molecular hydrogen is present with the first catalyst or with the combination of 
the first and second catalyst the efficiency for ijsomerization would be extremely low 
and would promote undesirable side reactions such as cracking to waste products. 

! i 

Applicants have clearly shown that the|Wu, et al, reference cannot disclose 
steps (b) and (c) in claim 1. It appears the argument that the isomcrization in Wu takes 
place in the presence of molecular hydrogen | and hydrogen has no jeffeet on the 
subsequent isomcrization step based upon personal information of the Examiner and 
not the Wu reference itself. If the rejection is [maintained, the Applicants request an 
Examiner's affidavit under 37 CFR 1.104(d)(2), Under this Section, **wben a 
rejection is based on facts within the personal knowledge of an employee of the office, 
the data shall be as specific as possible, and the reference must be supported, when 
called for by the applicant, by the affidavit of such employee, and such (affidavit shall 
be subject to contradiction or explanation by the affidavits of the applicant and other 
persons." 



Based on the arguments above that Wu, 'et al does not disclose the limitations 
in claim 1, Examiner is respectfully requested to remove the rejection and allow claim 
1. i 

35 USC 6 103 REJECTION 



Examiner rejected claims 2-9 as being unpatentable by Wo, et aL in view of 
U.S. Patent No. 6,124,513 (Hcilman, et al.)} For the reasons discussed above 
Applicants have demonstrated that claim 1 isj allowable. Claims 2 {through 9 all 
depend on claim 1 and claims that depend oh allowable claims contain the same 
allowable subject matter. Therefore, Examiner |is respectfully requested to reconsider 
and remove the rejection of claims 2-9. 

CONCLUSION 



The application is now in condition for allowance. Applicant respectfully 
requests the Examiner reconsider the rejection of the claims in iview of the 
amendments. 

Respectfully submitted, 

♦ 

i 




Gary P. Kate 
Attorney for Applicant(sj) 
Registration No. 46,099, 
Telephone Number (90>8) 730-2 114 
Facsim ile Number; (90$) 730-3649 
j X | Pursuant to 37 CFR 1.34(a) 
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